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MARK http://tmng-al.uspto.gov/resting2/api/img/79112144/large

LITERAL ELEMENT FUTURAGENE
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IMAGE YES

MARK STATEMENT
The mark consists of standard characters, without claim to any particular font
style, size or color.

ARGUMENT(S)

The Examining Attorney continues to refuse registration based on an alleged likelihood of confusion
with the registered mark FUTURA (Reg. No. 4445479) in the name of Pickseed USA, Inc.  Applicant
respectfully submits that confusion is unlikely for the following reasons:

The Goods as Amended are Not Closely Related

Applicant deletes the term seedlings from the descriptions of goods and services for the application and
replaces it with the term plantlets.  Further, Applicant deletes Class 35 in its entirety.  The revised goods
and services will read as follows:

Class 1: Biotechnologically-formed genes for use in the manufacture of agricultural
seeds; biotechnology formed genes, microbes and enzymes for use in the production of
agricultural seeds to enhance plants' growth therefrom

Class 31: Live transgenic and non-transgenic trees and plantlets for forestry; live plants
and plant tissue for plant propagation modified to grow faster or to produce higher crop
or biomass yields; live plants and plant tissue for plant propagation modified to be
substantially improved as a source for producing wood pellets; live plants and plant
tissue for plant propagation modified to be substantially improved as a source for
producing biofuels; live plants and plant tissue for plant propagation modified to be
substantially improved as a source for producing ethanol or butanol or any other wood
product chemical derivative; live plant tissue for plant propagation modified to be



substantially more resistant to pest, disease or other biotic stress

Class 42: Plant genetic research and development for biofuel, biopower, forestry and
agricultural markets; providing information in the field of plant genetics research
resources; research and development services relating to plant genetics; research and
product development for others in the field of genetically engineered plants and plant
seeds, namely, development of recombinant genes to produce novel gene sequences for
use in science, research, agriculture and industry; research and development of
transgenic and non-transgenic trees for forestry purposes for others; and research and
development of genomics and plant culture; genetic engineering in the field of live
transgenic and non-transgenic trees and plantlets

Class 44: Tree planting of live transgenic and non-transgenic trees and planting of
plantlets for purposes of plant breeding and afforestation services, namely, converting
land to forest by planting trees or their seeds; consultancy and advisory services relating
to the planting of live transgenic and non-transgenic trees and seedlings for purposes of
plant breeding and afforestation services, namely, converting land to forest by planting
trees or their seeds; plant breeding; afforestation services, namely, converting land to
forest by planting trees or their seeds; agricultural advice, horticultural services;
agricultural services, namely planting, growing, fertilizing, pruning and picking live
transgenic and non-transgenic trees and plantlets for others; horticultural services; plant
nurseries; tree surgeons' services.

Class 45: Licensing of intellectual property, namely, technology licensing services
relating to plant genetics; and licensing of intellectual property in the form of patents,
patent applications, know-how and show-how in the fields of global biofuel, horticulture,
forestry and agriculture

 

The amendment to change the term seedlings to plantlet is made to simply clarify the identification of
goods and services which is permissible so long as Applicant remains in the scope of the goods and
services originally identified in the application as filed.  See TMEP 1402.06 (b).  Applicant remains
within the scope of the goods and services as these terms are synonymous.  A seedling is a young plant.
See Exhibit A.  A plantlet is a young plant.  See Exhibit B. 

Additionally, by making this amendment, Applicant clarifies the nature of its goods and services and
further distinguishes them from that of the cited registration.  In particular, since the cited registration
covers grass seeds, the removal of the term seedlings from the instant application will serve to make a
stronger distinction between Registrant’s goods  (i.e., seeds) and Applicant’s goods and services (i.e.,
trees and forestry).  Indeed, the instant application covers goods and services related to a niche market
for forestry – forestry that is wholly related to supplying raw materials to the paper industry and biofuel
manufacturers. 

Even where the goods do fall within the same general category, the Board has refused to find a
likelihood of confusion merely because the marks are identical.  In In re British Bulldog, Ltd., 224
U.S.P.Q. 854 (T.T.A.B. 1984), the Board found that there was no likelihood of confusion between
PLAYERS for shoes and PLAYERS for men's underwear simply because the goods could both be
categorized as “clothing.”   The Board explained that these are distinct items which are recognized by
consumers as, most often, coming from different sources.  See also In re Shoe Works, Inc., 6 U.S.P.Q.2d
1890 (T.T.A.B. 1988) (no likelihood of confusion between PALM BAY for women’s shoes an PALM



BAY for shorts and pants).  Likewise, consumers would not expect specialized goods and services
related to sustainable forestry to supply the paper industry and biofuel market to share a common source
for grass seed.  Indeed, the goods and services of the instant application as amended are not related to
Registrant’s goods in any commercially meaningful manner.  

The Marks are Different

The Registrant’s mark is FUTURA and Applicant’s mark is FUTURAGENE.   The Examining
Attorney asserts that the dominant portion of Applicant’s mark is FUTURA because term GENE is
weak or descriptive and thus adds little to the commercial impression.  It is well-settled that weak or
even descriptive terms must be considered in their role in avoiding confusion.  See In re National Data
Corp, 224 U.S.P.Q. 749 (Fed. Cir. 1985) (“[L]ikelihood of confusion cannot be predicated on dissection
of a mark, that is, on only part of a mark”). Just because a term is weak, does not mean that it should be
ignored in determining whether there is a likelihood of confusion.  The term GENE while suggestive or
even somewhat descriptive assists the consumer in learning more about the possible goods and services
offered.  The consumer will likely be inclined to think that the goods and services of Applicant’s mark
are related to biotechnology or futuristic genetics.  One cannot discount the impact of the term GENE in
Applicant’s mark.   By contrast, a consumer looking at Registrant’s mark will not get the same
impression from a mark that is simply the Italian translation of the word “future.”

Consumers do not think which portion is dominant or weak, they look at the marks in their entirety and
glean from marks certain meanings and commercial impressions.  Here, those meanings and commercial
impressions are different and thus the marks are different. 

Further, Registrant’s mark coexists with other marks, specifically FUTURE formatives, which were
once cited against it for goods and services that were deemed to be related.  See Exhibit C.  This
coexistence suggests a narrower scope of protection for the cited mark.  Otherwise, Registrant is entitled
to exclusive rights in the mark FUTURA or FUTURE variants in connection with anything related to
grass seeds. 

Also, to the extent that there is a likelihood of confusion between Applicant’s mark and Registrant’s
mark, it is worth noting that Applicant’s prior registration of the mark FUTURAGENE (U.S. Reg. No.
2911088) was not cited against Registrant’s mark.  

With the above, Applicant respectfully requests that the Examining Attorney withdraw the cited mark as
an obstacle to registration and approve the instant application for publication.
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To the Commissioner for Trademarks:

Application serial no. 79112144 FUTURAGENE(Standard Characters, see http://tmng-
al.uspto.gov/resting2/api/img/79112144/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The Examining Attorney continues to refuse registration based on an alleged likelihood of confusion with
the registered mark FUTURA (Reg. No. 4445479) in the name of Pickseed USA, Inc.  Applicant
respectfully submits that confusion is unlikely for the following reasons:

The Goods as Amended are Not Closely Related

Applicant deletes the term seedlings from the descriptions of goods and services for the application and
replaces it with the term plantlets.  Further, Applicant deletes Class 35 in its entirety.  The revised goods
and services will read as follows:

Class 1: Biotechnologically-formed genes for use in the manufacture of agricultural seeds;
biotechnology formed genes, microbes and enzymes for use in the production of
agricultural seeds to enhance plants' growth therefrom

Class 31: Live transgenic and non-transgenic trees and plantlets for forestry; live plants and
plant tissue for plant propagation modified to grow faster or to produce higher crop or
biomass yields; live plants and plant tissue for plant propagation modified to be
substantially improved as a source for producing wood pellets; live plants and plant tissue
for plant propagation modified to be substantially improved as a source for producing
biofuels; live plants and plant tissue for plant propagation modified to be substantially
improved as a source for producing ethanol or butanol or any other wood product chemical
derivative; live plant tissue for plant propagation modified to be substantially more
resistant to pest, disease or other biotic stress

Class 42: Plant genetic research and development for biofuel, biopower, forestry and
agricultural markets; providing information in the field of plant genetics research
resources; research and development services relating to plant genetics; research and
product development for others in the field of genetically engineered plants and plant
seeds, namely, development of recombinant genes to produce novel gene sequences for use



in science, research, agriculture and industry; research and development of transgenic and
non-transgenic trees for forestry purposes for others; and research and development of
genomics and plant culture; genetic engineering in the field of live transgenic and non-
transgenic trees and plantlets

Class 44: Tree planting of live transgenic and non-transgenic trees and planting of plantlets
for purposes of plant breeding and afforestation services, namely, converting land to forest
by planting trees or their seeds; consultancy and advisory services relating to the planting
of live transgenic and non-transgenic trees and seedlings for purposes of plant breeding and
afforestation services, namely, converting land to forest by planting trees or their seeds;
plant breeding; afforestation services, namely, converting land to forest by planting trees or
their seeds; agricultural advice, horticultural services; agricultural services, namely
planting, growing, fertilizing, pruning and picking live transgenic and non-transgenic trees
and plantlets for others; horticultural services; plant nurseries; tree surgeons' services.

Class 45: Licensing of intellectual property, namely, technology licensing services relating
to plant genetics; and licensing of intellectual property in the form of patents, patent
applications, know-how and show-how in the fields of global biofuel, horticulture, forestry
and agriculture

 

The amendment to change the term seedlings to plantlet is made to simply clarify the identification of
goods and services which is permissible so long as Applicant remains in the scope of the goods and
services originally identified in the application as filed.  See TMEP 1402.06 (b).  Applicant remains within
the scope of the goods and services as these terms are synonymous.  A seedling is a young plant. See
Exhibit A.  A plantlet is a young plant.  See Exhibit B. 

Additionally, by making this amendment, Applicant clarifies the nature of its goods and services and
further distinguishes them from that of the cited registration.  In particular, since the cited registration
covers grass seeds, the removal of the term seedlings from the instant application will serve to make a
stronger distinction between Registrant’s goods  (i.e., seeds) and Applicant’s goods and services (i.e.,
trees and forestry).  Indeed, the instant application covers goods and services related to a niche market for
forestry – forestry that is wholly related to supplying raw materials to the paper industry and biofuel
manufacturers. 

Even where the goods do fall within the same general category, the Board has refused to find a likelihood
of confusion merely because the marks are identical.  In In re British Bulldog, Ltd., 224 U.S.P.Q. 854
(T.T.A.B. 1984), the Board found that there was no likelihood of confusion between PLAYERS for shoes
and PLAYERS for men's underwear simply because the goods could both be categorized as “clothing.”  
The Board explained that these are distinct items which are recognized by consumers as, most often,
coming from different sources.  See also In re Shoe Works, Inc., 6 U.S.P.Q.2d 1890 (T.T.A.B. 1988) (no
likelihood of confusion between PALM BAY for women’s shoes an PALM BAY for shorts and pants). 
Likewise, consumers would not expect specialized goods and services related to sustainable forestry to
supply the paper industry and biofuel market to share a common source for grass seed.  Indeed, the goods
and services of the instant application as amended are not related to Registrant’s goods in any
commercially meaningful manner. 

The Marks are Different

The Registrant’s mark is FUTURA and Applicant’s mark is FUTURAGENE.   The Examining Attorney



asserts that the dominant portion of Applicant’s mark is FUTURA because term GENE is weak or
descriptive and thus adds little to the commercial impression.  It is well-settled that weak or even
descriptive terms must be considered in their role in avoiding confusion.  See In re National Data Corp,
224 U.S.P.Q. 749 (Fed. Cir. 1985) (“[L]ikelihood of confusion cannot be predicated on dissection of a
mark, that is, on only part of a mark”). Just because a term is weak, does not mean that it should be
ignored in determining whether there is a likelihood of confusion.  The term GENE while suggestive or
even somewhat descriptive assists the consumer in learning more about the possible goods and services
offered.  The consumer will likely be inclined to think that the goods and services of Applicant’s mark are
related to biotechnology or futuristic genetics.  One cannot discount the impact of the term GENE in
Applicant’s mark.   By contrast, a consumer looking at Registrant’s mark will not get the same
impression from a mark that is simply the Italian translation of the word “future.”

Consumers do not think which portion is dominant or weak, they look at the marks in their entirety and
glean from marks certain meanings and commercial impressions.  Here, those meanings and commercial
impressions are different and thus the marks are different. 

Further, Registrant’s mark coexists with other marks, specifically FUTURE formatives, which were once
cited against it for goods and services that were deemed to be related.  See Exhibit C.  This coexistence
suggests a narrower scope of protection for the cited mark.  Otherwise, Registrant is entitled to exclusive
rights in the mark FUTURA or FUTURE variants in connection with anything related to grass seeds. 

Also, to the extent that there is a likelihood of confusion between Applicant’s mark and Registrant’s
mark, it is worth noting that Applicant’s prior registration of the mark FUTURAGENE (U.S. Reg. No.
2911088) was not cited against Registrant’s mark.  

With the above, Applicant respectfully requests that the Examining Attorney withdraw the cited mark as
an obstacle to registration and approve the instant application for publication.
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /deirdreclarke/     Date: 08/06/2015
Signatory's Name: Deirdre A. Clarke
Signatory's Position: Attorney for Applicant - NY bar member

Signatory's Phone Number: 914-821-3084

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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